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DETAILED ACTION 
Priority 

1. Applicant has not complied with one or more conditions for receiving the benefit 

of an earlier filing date under 35 U.S.C. 120 as follows: 

An application in which the benefits of an earlier application are desired must 
contain a specific reference to the prior applications) in the first sentence of the 
specification or in an application data sheet (37 CFR 1.78(a)(2) and (a)(5)). The 
specific reference to any prior non-provisional application must include the relationship 
(i.e., continuation, divisional, or continuation-in-part) between the applications except 
when the reference is to a prior application of a CPA assigned the same application 



number. 



Claim Rejections - 35 USC § 101 



2. 35 U.S.C. 101 reads as follows: 

conditions and requirements ofThis title ' X * P8tent therefor ' sub i ect to ^ 



Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 
(1) whether the invention is within the technological arts; and 
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(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. 

Mere intended or nominal use of a component, albeit within the technological 
arts, does not confer statutory subject matter to an otherwise abstract idea if the 
component does not apply, involve, use, or advance the underlying process. The 
claimed invention is not within the technological arts - i.e., no computer implementation 
or any other technology is employed. 

Software, programming, instructions, or code not claimed as embodied in 
computer-readable media are descriptive material per se and are not statutory because 
they are not capable of causing functional change in a computer system. When such 
descriptive material is recorded on some computer-readable medium, it becomes 
structurally and functionally interrelated to the medium and will be statutory in most 
cases. 
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Furthermore, software, programming, instructions, or code not claimed as being 
computer executable are not statutory because they are not capable of causing 
functional change in a computer system. In contrast, when a claimed computer- 
readable medium encoded with a computer program defines structural and functional 
interrelationships between the computer and the program, and the computer is capable 
of executing the program, allowing the program's functionality to be realized, the 
program will be statutory. 

In the present case, none of the recited steps in claims 1-18 are directed to 
anything in the technological arts as explained above with the exception of the recitation 
that the method is computerized. Looking at the claims as a whole, nothing the body of 
the claim recites any structure or functionality to suggest that a computer performs the 
recited steps. Claims 1-18 are deemed to be directed to non-statutory subject matter 
where there is no indication that the proposed database serves any function other than 
data storage. The claims 7-18 merely recite descriptive material (software) per se, but 
do not disclose a computer readable medium or capability of execution by a computer. 
Therefore, the preambles of claim 7 and 13 are taken to merely recite a field of use. To 
overcome this rejection, the examiner suggests that the applicant incorporate into 
claims 7-18 language that the proposed software is recorded on a computer-readable 
medium and is capable of being executed by a computer. The examiner also suggests 
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that the applicant incorporate into claims 1-18 language that the proposed database 
serves a function other than data storage. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, regarding claims 1- 
6, the claimed invention collects user requests for information (i.e., repeatable) used in 
presenting information to users and conducting an analysis on user interest on certain 
products (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claims 1-18 are deemed to be directed to non-statutory subject matter. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

S!f? S ate "! ma , y no 0t , b t° btained though the invention is not identically disclosed or described as set 
forth ,n section 102 of th.s title, if the differences between the subject matter sought to bToatentJ and 

ESS,"* SU /V hat the SUbj6Ct matter 38 a whole would have been ob^^SSST 
S »K ,? S K m f 6 °. a pefSOn having ordinar y ski " in the art to which said subject rSXXns 
Patentability shall not be negatived by the manner in which the invention was made 

Claims 1-2, and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Day et al. (U.S Patent # 2001/001 301 1A1). 
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As per claim 1 , Day et al. teaches a method for test marketing in real time based 
on user polls, comprising the steps of: 

(c) presenting information (a customized customer offer list using an offer 
communicator) relating to the at least one product to the selected users; [Claim 1] 

(d) receiving feedback (customer purchase information indicative of items being 
purchased) from the users; [Claim 1] and 

(e) analyzing the feedback (generating a report) for determining user interest 
(effectiveness of special offers) in the at least one product. [Claim 24] 

Regarding Claim 1a and 1b, Day et al. is silent regarding using a database for 
storing and searching user input relating to a product. However, Day teaches a method 
where databases are used to store customer account information and a list of special 
offers to customers. Customers use a kiosk to request information regarding products in 
a store. Customers can use the kiosk to lookup the price of a product [Paragraph 78] or 
can present a customer account card to access a list of special offers customized for 
that customer [Paragraph 43]. It is old and well known in the art that usage of a 
customer account card can be tracked by documenting purchase history and the items 
scanned at the kiosk, information that can also be stored on a database. The storage of 
such information on computer databases enables the store to search the database for 
particular products queried by users and aids in developing effective special offers for 
customers. Therefore, it would have been obvious to one of ordinary skill in the art at 
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the time of invention to combine the teachings of Day et al. with additional databases for 
the reasons discussed therein above. 



Since the teachings of Day et al. consist of special offers on specific items to the 
customer, the decision to purchase these items has been interpreted by the examiner to 
be feedback. If the customer decides to purchase one of the items, then the special 
offer was positively received. Since the store can compare the record of a customer's 
purchase history and the special offers they receive, that information can also be 
construed as feedback. 

As per claim 2, Day et al. teaches a method as recited in claim 1, wherein the 
user input includes submissions (scans) of representations of bar codes (UPC) 
associated with products. [Paragraph 80] 

As per claim 4, Day et al. teaches a method as recited in claim 1 , wherein the 
information presented to the users includes a promotional offer (customized list of 
special offers) [Paragraph 43]. 

As per claims 5 and 6, Day et al. is silent regarding the level of analysis 
conducted on user feedback. Day et al. discloses a statistical analysis of customer 
behavior [Paragraph 57], specifically, period-based statistics per household [Paragraph 
183]. However, geographical analysis and time period-based analysis are nonfunctional 
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descriptive material. The nature of the analysis does not alter functionality. Also note 
that it is old and well known in the art to evaluate effectiveness by a number of 
demographics, including age, gender, geographic location, time of year, etc. 

4. Claim 3 rejected under 35 U.S.C. 103(a) as being unpatentable over Day et al. 
as applied to claims 1-2 and 4-6 above, and further in view of Plainfield et al (U.S Patent 
#5,893,075) 



As per claim 3, Day et al. fails to teach a survey that is to be used with an 
information station. However, Plainfield et al. teaches a marketing method where users 
are prompted to participate in a marketing survey. Plainfield et al. teaches a method 
wherein the information presented to the users includes a poll (list of selected questions 
in multiple formats {yes/no, true/false, multiple choice, etc} seeking information on 
quality or service, opinions, preferences, etc.). [Column 4, lines 15-20] 

The information gathered from the user surveys could be used to make the 
information station more effective. User survey information could be used in conjunction 
with available demographic data to aid the store in developing special offers that are 
more attractive to customers. User survey information could also be used to improve the 
use of the information station (in terms of user interfaces, presentation of information, 
and ease of use). It would have been obvious to one of ordinary skill in the art at the 
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time of invention to combine the teachings of Day et al. with a user survey for the 
reasons discussed therein above. 



Claims 7-18 are rejected under the same rationale as claims 1-6. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tedesco et al. (U.S Patent #6,161,059) teaches a method of conducting 
marketing promotions and participating in surveys while making a purchase at a point- 
of-transaction. User responses are stored in a customer response database, enabling 
product manufacturers and machine operators to evaluate the effectiveness of a 
marketing promotion and to obtain information about customer preferences or opinions. 

Jheeta (U.S Patent #5,619,558) teaches a method of marketing through an 
automated teller machine (ATM). The customer is encouraged to participate in a 
telephonic survey by a specified reward or bonus. Marketing messages specific to each 
customer are generated based on stored customer profiles and their answers to survey 
questions. 
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Larry Riggs' "Direct Marketing Goes Electronic" discloses the use of computer 
terminals to obtain information and demonstration on products. Riggs also discloses the 
customer use of shopping kiosks to display products compatible to data entered about 
themselves. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Choi whose telephone number is (703) 305-0852. 
The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (703) 305-9643. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
PC 
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